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in th. .ppn«.ion. dalm. 1-13 .r^ pre«.n«y pending. aaln« 12 .nd 13 ar. .dd^ by 
thl. amendment B,s(5 for th.se dalms may be found In the spaclflcallon at paragraph, 
and 0038. 

ffaim Re iectior >« 3S n ■g.C. ^ 103fql; 

Claims 1-11 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Baler et 
al (E P Patent No. DE10003928) in view of Harms (U.S. Patent No. 6,422,533). Applicants 
respectfully traverse the rejection of these claims and respectfully submit that these claims are 
patentable over Baier et al. and Harms for the reasons set forth below. 

in particular, neither Baier et al., Harms nor their combination discloses «a stop located 
on a surface of the electromagnet which is closest to the plate or on the plate," as required by 
Claim 1. m the Office Action, it is conceded that Baier et al. do not disclose a stop. 
Furthermore, Baier et al. do not need a stop because, as described below, they describe other 
ways to prevent latching. In the Office Action. Harms is relied upon as teaching the use of the 
stops, in Harms, however, the stops are not located on a surface of the electromagnet closest 
to the plate or on the plate. 

in claim 1 of the subject application, the electromagnet is described as comprising -"a 
magnet in a magnetic drcuit." In Harms, this limitation is met by items 44 and 46, wh,ch are 
described by Harms as being "tubular magnets." It is noted, however, that the stops 60 and 62 
are not located on the tubular magnets 44 and 46. Thus, they are not located on the 
elecb.,magnet as required by claim 1- Furthermore, Harms does not disclose or suggest a 
-mobile magnetic plate." Accordingly, the stops can not be on this plate. 

in Harms, the stops are located between the magnets 44 and 46 and the respective pole 
pieces 50 and 52. As shown in Fig. 2 of Harms, the Stops 60 and 62 are located on the side of 
the bore 20, adjacent to the pole pieces. The magnets 44 and 46 fit snugly within the bore and 
are effectively stopped by the stops. In Baier et al., however, the plate 8 does not fit snugly 
within any bore. Indeed, Item 50 which surrounds the moving plate 8 does not appear to be 
described by Baler et al. From the Rg. l, however, it is noted that item 50 defines a wall that 
IS separated from the sides of the plate 8 by a gap. As described below, there is no motivation 
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to combine Baier et a., and Harms except in Applicants' own specincation. If a 
however, with hindsight gained from the subject application, were to combine Ba.er et a, and 
Harms, he or she wou.d place the stops again.t the item 50. This, however, does r,ot conform 
to the s.b,ect application because the stops are not placed "on the surf.ce of the e^ctromagnet 
Closest to the plate or on the plate." They are not closest to the plate because, if they were 

^oved away from the gap they would be closer to the plate. Accordingly, even if Ba.er et al. 

and Harms could be combined, the result would not be the claimed invention. Furthermore, 

because there would be a gap between the surrounding member 50 and the plate 8, the stops 

would be subject to wear and would f^il In normal usage. Thus, the skilled person would not 

combine Harms and Baler et al. to produce the claimed invention. 

Applicants respectfully submit that the only motivation to combine these references 

comes from Applicant's disclosure- It is well settled that it is Improper to use Applicant's 

disclosure against them in this manner. 

Tn ^^^tablish a Drima facie case of obviousness, three basic criteria nnust be met. 

art, to modify the reference or to combine reference teach.ngs Seconc^ there 
Tr,,Lf ho it reasonable expectation of success. Finally, the prior art reference ^or 
Sences wSS ?om^^^^^ teach or suggest all the claim limitations. T/,e 

rfSPnTo^suZ^on to make the daimsd combination and the reasonable 
eZeSation "ofluSess must botn t>e found in the prior art. ^nd not b.sed on 
applicant's disclosure, (emphasis added) 

Harms teaches »a method of improving solenoid valve performance [that] includes 
suppressing or counteracting at le^st a portion of the effects of parasitic magnetic flux" 
[emphasis added] (Column 1. Lines 31-36). More specifically, Harms discloses pole pieces 50 
and 52 that are located at opposite respective ends of the armature 24. Air gaps 56 and 58 are 
defined between an armature 24 and the respective pole pieces 50 and 52. -^Energizing one of 
the coils 28 and 30 causes movement of the armature 24 to reduce or close the respective a.r 
gap 56, 58 Within the energized coil. Respective mechanical stops 60 and 62 are provided m 
the air gaps 56 and 58 to prevent contact between the magnets 44 and 46 in the respective 
pole pieces 50 and 52. Such contact between magnet and pole piece results .n /acc/ting a 
condition wherein the am^ature 24 Is firmly coupled to a pole piece. Latching generaUy 
undesirable since a large foixe may be required to unlatch a latched armature and pole piece. 



' MPEP §706.020) 
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«,« ,s posit„n.d between two pole piac« 50 and 52' [emphasis added] (Column 2, One 59 to 
Column 3, Line 4). 

Th, Baler « al. r.faranc= also dl«loses solution. ,o radu« pa«.slt,c ™9ne.lc n- ^^^^^^ 
solenoid. MO,, ^l«cal.y. -Baler discloses permanent magnet, (27a, 27b 28a, 28b) that .c. 
a^Lth. electromagneu drawing the armature Into the end positions- ("^'-"^ ™ 

IS positioned between the end positions when the spring mechanism , ,n ,ts balanced 
Tte, as lllu t-^ted in .Igure 1. Fu«hen.ore, on. or more ,aps are formed on the su^ cf 
the eiect^magnet (6, 7) and/or the armature (8, to reduce the surface contact area l^een 
the elecb-omagnet (6, 7) and the armature (S) to thereby reduce or eliminate parasitic 
m!gn!«c as will as latching. Thus, .aier et al. already describe a method for preventing 
latching and do not need any other method or device to do so. 

Thensfore, the.« would be no motivation to modify the device of Baler et al. by adding 
B« mechanical stop taught In the Harms reference, because the Baler et a,. Invention also 
proscrtbes latching. Pnma <*c,e obviousness ,s not properly established by combining eatures 
fcund ,n prior art references based only on the n.admap provided by Apptonts Invention. 
Hindsight reconstruction of Applicants" claimed invention Is Impermissible in the absence of a 
c^dlble suggestion to do so. Th. only such suggestion Impen^issibiy comes from App cant s 
own disclosure. AS described above. It is Improper to use Applicant's disclosure against them in 
this manner. 

Accordingly, because there is no suggestion to combine the Baier et al. and Harms 
references, prima facie obviousness cannot be established based on the cited references. 
Reconsideration of claims 1-11 is respectfully requested. 

Furthermore, neither Baier et al.. Harms nor their combination discloses or suggests that 
the stop is located essentially in the center of the contact surf.ce between ^^-f 
.nd the piate as require by claim 2. In Harms, the stops are located at the edges of e. her he 
magnets or the pole pieces. Harms does not disclose or suggest stops iocated essenf aily .n the 
center of the contact surface between the electromagnet and the plate. Accord.ng.y or 
reasons independent of claim 1, claim 2 is not subject to rejection under 35 U.S.C § 103(a) 
view of Baier et al and Harms. 



Page 6 of 9 



PAGE 13116 ' RCVD AT 2114/2006 2:17:03 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-$/34 ' DNIS:2738300 * CSID:610407D701 * DURATION (mm-s$):05-16 



02-14-2006 02:22PM FRCM-RatnarPrastIa 6104070701 T-658 P. 014/016 F-606 

GRY-120US 

Appln. No.: 10/780,947 
Amendment Dated February 14, 2006 
Reply to Office Action of September 30, 2005 

in addition, claim S requires that the electromagnet comprise an E-shaped magnetic 
Circuit and that the stop be located at an end of one o^three essentially parallel ^^^^^^^^^^^^ 
for the E-shaped magnetic circuit. Again, this limitation is missing from both Ba.er et al and 
Harms In Baier et al., the electromagnet is in two pieces, separated by a shaft gu.de 21. 
Thus Baier et al. do not disclose an E-shaped electromagnet as required by dalm 5. 
Acco:dingly. claim 5 is not subject to rejection under 35 U.S.C. | 103(a) in view of Ba.er et al 
and Harms for reasons independent of claim 1. 

Claims 1-4 and 9-ll are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Placcabrino et al. (Patent No. FR2784497A1) in view of Harms (U.S. Patent No. ^'^^'^^^l^ 
Applicants respectfully traverse the ejection of these daims and respectfully subm. that these 
daims are patentable over Placcabrino et al. and Harms for the reasons set forth below. 

Applicants respectfully submit that there is no motivation to combine these references. 
Placcabrino teaches an electromagnetic actuator configured to reduce noise. According to 
Placcabrino, means are provided in order that extreme positions of the mobile p.ate are reached 
..iSh^j^,,^. Applicants direct Examiner's attention to the following passages of the patent 
application Of Placcabrino: "... te/. ,ue ,es pos,T/nn.. ,x.re^.. recrterch^es so/ent .ttejntes fna,s 
,ue /a ^ arnve dans ces positions t un. vlK^sse fa'.Ne , pour redulre /es traits et lusure 
[emphasis added] (Page 1, Une 31 to Page 2, Line 4). Thus, Placcabrino already teaches a 
solution to limit noise and parasitic magnetic flux. 

Therefore there would be no motivation to modify Piaccabrino's invention by adding the 
mechanical stop taught in the Harms reference, as Piaccabrino's invention already present a 
solution to limit parasitic magnetic flux. As set forth above, Prfma fade obviousness .s not 
properly established by combining features found in prior art references based only on the 
roadmap provided by Applicants' Invention. Hindsight reconstruction of Applicants da.med 
invention is impermissible in the absence of a credible suggestion to do so. 

Accordingly, because there Is no suggestion to combine the Placcabrino and Harms 
references, prima fade obviousness cannot be established based on the dted r*fer«nces. 
Reconsideration of daims 1-4 and 9-11 is respectfully requested. 
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VI.W Of Harms and Plaecabrino for reasons independent of daim J. 

aa,n,. 1. 3, % 10 and 11 .^ected under 3= U.S.C. S 103(a) as 
ovor P,sch,ng.r at a,, (O.S. Patent No. ..S1S,3.3, ,n view of Pate, <" ™'2,^'=^/; ^"'^ 
Applicants raspecfully t^verse the m)ec«on of the«e .lain,s and -P"^""' -J^m. that these 
dais are patentable over PIschlnger at al. and Patel for the reasons set forth below. 

independent claims 1 and 11 recite a limitation whid, Is neither disdosed nor suggested 
by Pischinger or Patel, alone or in combination, namely "at least one stop being l«:at«i on a 
surface of the electromagnet which Is the dosest to the plate or on the piate." 

The Examiner contends that the coll cover 5, 6 is a stop to limit contact "t"«n the 
armature 17 and the electromagnet 1. Applicants respectfully disagree and submit that the a„l 
cover S. 6 Is not a stop. Bgure I cieady illustrates that the col. covers 5, 6 are no, pos,t,on«l 
.0 ac, as stops, I.e., the coi, covers are located In the same plane (I.e. flush) with the 
electromagnets 1, 2 and are not positioned to be in contact with the armature 17. In other 
words, neither of the coll cove,, 5, 6 extends beyond the plane of the electromagne 1, 2 to act 
as a stop for ,h. am-atur. 17. Inde«i, if the coll covers were intended to ac. as a stop, they 
would not be positioned (lush with the plane of the electromagnets 1 and 2. m this position, 
repeated use would wear out the a.ye,s, exposing the wires of the coil to «,e magnefc plate. 
The Skilled person would Immediately recognize that this would be undesirable. Thus, 
modifying Plsdimger et al. to allow the coll covers to act as stops would render the device 
described by Pischinger et al. Inoperable. Thus, the skilled person would not combine 
Pischinger et al- with Patel. 

Patel also fails to disclose or suggest a stop located on a surface of the electromagnet 
.hich IS the closest to a plate or on the plate. As stated in the previous ^^^^^^^^^^^^^^ 
the Patel reference Is recessed away from the surface of the electromagnet dosest to the piate. 

Accordingly, because Claims 1 and U includes limitations that are neither disclosed nor 
suggested by Pischinger or Patel, alone or in combination, prima facie obviousness 
established based on the cited references. Claims 3, 9 and lO are dependent upon da.m 1, and 
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therefore should also be allowed .t least as dependent upon an allowable base claim. 
Reconsideration of claims 1, 3, 9, 10 and 11 is respectfully requested. 

Newly Added claims 12 and 13 add featu^s that are neither disclosed nor suggested by 
the p.or art. Claim 12 r.,u.res that the stops be made from a magnetic - J^^-;^^^^^ 

Harms are explicitly defir,ed as being made of non-magnetic material (see col. 3^^ Imes 7-10). 
None of the other references discloses or suggests that are made from a -^^""-^j" 
Accordingly, claim 12 is not subject to rejection in view of the cited references e.the alone or n 
: llL; cairn 13 recites that the stop, are made from an elastomerlc -ne of 

the references discloses or suggests such stops. Accordingly, claim 13 .s not subject to 
rejection in view of the cited references either alone or In combination. 

Conclusion 

in View of the foregoing remarks. Applicants request that the Examiner recor^sider and 
withdraw the rejection of claims 1-11 and that the Examiner allow newly added claims 12 and 
13. 



Respectfully submitted. 




Kenneth NTNigorir Reg^ Nor3l,549 
Attorney for Applicants 



KNN/pb 



Dated; February 14 2006 

P.O. Box 980 

Valley Forge, PA 19482 

(610) 407-0700 



The Commissioner for Patents is hereby 
authorized to charge payment to Deposit 
Account No. 18-0350 of any fees associated 
with this communication- 



I hereby certify that this correspondence is being ^^^^^ 
transmitted to the United States Patent and T^demari. 
Office (571 )273-830C) on the date shown beiow. 



February 14, 2006 " /iZ T 

/t>atricla C Boccella 
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